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REMARKS 

Amendment s to the Claims 

Claims 1-18 are pending in the present application. No additional claims fee is 

believed to be due. 

Claims 1. 11. 13, and 16 have been amended as shown above to delete the phrase 
"or each". Support for this amendment can be found in the original claims and at page 2, 

lines 16-26 of the specification. 

It is believed these changes do not involve any introduction of new matter. 
Consequently, entry of these changes is believed to be in order and is respectfully 
requested. 

q .\i \\m Objections 

Claims 1, 11, 13, and 16 are objected to because the claims recite the limitation 
"the or each developer reacts with the or each coupler". The Examiner asserts that such 
limitation is improper and requests appropriate correction. 

Claims 1, 11, 13, and 16 have been amended as shown above to delete the phrase 
"or each", so that each of the subject claims now recites the limitation "the developer 
reacts with the coupler". Thus, it is believed that this objection has been obviated. 

Beje ctions Under 35 U S^C 6 1 12. Second Paragraph 

Claims 1, 4, 11, 13, and 16 are rejected under 35 U.S.C. § 112, second paragraph, 
as being indefinite. First, the Examiner asserts that claims 1, 11, 13, and 16 are indefinite 
because the claims recite the limitation "if Y is an active leaving group, at the position 
having the active leaving group, provided that if X is phenyl then Y is not ethyl or 
methyl", and that it is unclear when Y is defined as ethyl or methyl. The Examiner 
requests clarification. Second, the Examiner asserts claim 4 is indefinite because the 
claim recites the limitation "wherein X and Y are methyl" and that there is insufficient 
antecedent basis for this limitation. Applicants traverse the present rejections based on 

the following comments. 

With respect to claims 1, 11, 13, and 16, each of these claims are definite because 
one of ordinary skill in the art would understand what is claimed when the respective 
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claim is read in light of the specification. See Orthoptics, Inc. v. Safety Travel Chairs, 
Inc 806 F.2d 1565, 1576, 1 USPQ2d 1081. 1088 (Fed. Cir. 1986). One of ordinary skill 
in the art would understand when Y is defined as ethyl or methyl because each of the 
subject claims recites that "Y is an active leaving group or a non-leaving substituent" 
before also reciting the limitation to which the Examiner refers. 

The term "active leaving group" is defined at page 3, lines 24-26 of the 
specification as "any group which can be removed so that the developer reacts at that 
position in the coupler molecule". One of ordinary skill in the art would understand that 
ethyl and methyl generally are not considered to be active leaving groups. Thus, by 
implication, Y may be ethyl or methyl when it is a non-leaving substituent. Indeed, at 
page 3, line 32 of the specification, it is described that Y generally is a non-leaving 
substituent, and at page 4, line 4 of the specification, it is described that Y may be alkyl, 
which includes ethyl and methyl. 

As a result, claims 1, 11, 13, and 16. are definite and would be clear to one of 

ordinary skill in the art in light of the specification. 

With respect to claim 4. there is sufficient antecedent basis for X and Y to be 
methyl. As discussed above, Y is first defined in the claims as being "an active leaving 
group or a non-leaving substituent". Among suitable non-leaving substituents to be Y, 
the specification describes alkyl, which includes methyl. Further, claim 1, from which 
claim 4 depends, does not define Y as being "not methyl"- Rather, claim 1 recites that "if 
X is phenyl then Y is not ethyl or methyl". In claim 4, X is not phenyl; instead it is 
methyl. Thus, Y is not required to be "not ethyl or methyl". Additionally, X is defined in 
the claim as a non-leaving substituent As with Y, the specification describes methyl 
among suitable non-leaving substituents to be X. See page 3, line 33 and page 4, line 3 of 
the specification. As a result, there is sufficient antecedent basis for X and Y to be 
methyl. 

Claims 1, 4, 11, 13, and 16 are definite and particularly point out and distinctly 
claim Applicants' invention. Accordingly. Applicants respectfully request that the 
present rejection be withdrawn. 
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p^attaanaj BSHblg Patenting Re jeetiiffl Over g g= P S ndj ag US Application Na, 
10/667.960 

Claims 1 and 9 are provisionally rejected under the judicially created doctrine of 
obviousness-type double patenting as being unpatentable over claim 11 of co-pending US 

Application No. 10/764,191 . 

Upon receiving notice of allowance of US Application No. 10/764,191, Applicant 
is prepared to file a properly executed terminal disclaimer in compliance with 37 CFR 
1.321(c). Therefore, it is believed that this provisional rejection can be overcome. 

Re jgctiojis Under, U.S ^ § lQ3jg) Over International Application W" °8/5251? to 
Pratr in view of US Patent N" S.S78.087 to Audousset et al. 

Claims 1-18 are rejected under 35 U.S.C. § 103(a) as being unpatentable over 
International Application WO 98/52519 to Pratt ("Pratt") in view of US Patent No. 
5,578,087 to Audousset et al. ("Audousset"). The Examiner asserts that Pratt teaches a 
hair coloring composition comprising developer compounds capable of undergoing only a 
single electrophilic attack reaction, and a coupler which is similar to Applicants' claimed 
coupler of formula (I). The Examiner also asserts that Pratt discloses a method for 
coloring hair and a hair coloring kit. However, the Examiner acknowledges that Pratt 
does not teach or disclose a composition comprising developers selected from amino 
aromatic systems capable of being oxidized and thereafter undergoing at least two 
electrophilic attack reactions, as Applicants' claims require. 

The Examiner then asserts that Audousett teaches a hair coloring composition 
comprising the developer compound of para-phenylenediamine, which undergoes at least 
two eletrophilic attack reactions, and the developer compound of N,N-bls (p- 
hydroxyethyl) para-phenylenediamine (i.e.. a N,N-disubstitmed p-phenylenediamine). 
which undergoes a single electrophilic attack reaction. Thus, the Examiner concludes that 
it would have been obvious to one of ordinary skill in the art to modify the composition 
of Pratt by substituting the developer N.N-bis (p-hydroxyethyl) para-phenylenediamine 
with the developer para-phenylenediamine because Audousset teaches the equivalence of 
using para-phenylenediamine (an unsubstituted amine compound) and N,N-bis (p- 
hydroxyethyl) para-phenylenediamine (a substituted amine compound) in a hair coloring 
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composition. Applicants respectfully traverse the present rejection based on the 

.following comments* 

The combination of Pratt and Audousset does not establish aprima facie case of 
obviousness because there is no suggestion or motivation to modify the cited references 
to achieve Applicants' hair coloring composition. Indeed, modifying the composition of 
Pratt by substituting the developer N,N-bis ({3-hydroxyethyl) para^phenylenediamine with 
the developer para-phenylenemamine as shown in Audousset would change the principle 
of operation of the invention of Pratt. See MPEP 2143.01. Although Audousset discloses 
para-phenylenediamine and N,N-bis (fi-hydroxyethyl) para-phenylenediamine as 
interchangeable developer compounds. Pratt specifically teaches away from using a 
developer which is capable of undergoing more than one nucleophilic attack reaction, 
such as para-phenylenediamine. Thus, one of ordinary skill in the art would not be 
motivated to make the substitution which is suggested by the Examiner. 

Applicants' claim 1 is directed to a hair color composition comprising (a) one or 
more developers selected from amino aromatic systems capable of being oxidized and 
thereafter undergoing at least two electrophilic attack reactions, and (b) one or more 
couplers selected from compounds of the claimed formula (I)- Applicants' claimed hair 
. color compositions provide improved ultraviolet tight (UV) fade resistance for the 
magenta color which results from the claimed couplers by using the claimed couplers in 
combination with developers which undergo at least two electrophilic attack reactions. 

In contrast, Pratt is directed to hair coloring compositions comprising (a) 
developers selected from amino aromatic systems capable of being oxidized and 
thereafter undergoing a single nucleophilic attack reaction, and (b) certain described 
couplers. Pratt specifically teaches that "the structure of the developer is such that it 
reacts substantially only at one position, which is normally an amine. Suitable developers 
of this type include amino aromatic systems in which there is only one primary amine 
group, at which reaction occurs, other amine and other reactive groups being protected by 
blocking substiruents." See Pratt at page 5. lines 30-36. Pratt describes the advantage of , 
selecting a developer which reacts substantially only at one position as being that the 
disclosed couplers couple with the developer at only one position so as to produce only 
one colored dimer, which results in extremely efficient formation of color molecules and 

Page 10 of 13 



PAGE 12/15 * RCVD AT 7/1512005 1:53:42 PM [Eastern Daylight Tine] * SVR:USPT0-EFXRMI31 • DN1S:2738300 1 CSID:5136261355 » DURATION (mnws):04-38 



JUL-15-2005 14: 16 BC IP DIUISION 5136261355 P. 13/15 

Appl. No. 10/679,619 

Ally. Docket No. CM2529C 

ArodL dated July 15. 2005 

Reply to Office Action of March 15. 2005 

Customer No. 27752 

improved accuracy in predicting the final overall color produced. These color molecules 
are described as having improved wash-fastness. Thus, the principle of operation of the 
composition of Pratt is based on the requirement of selecting a developer which is capable 
of undergoing only a single nucleophilic attack reaction. As a result. Pratt specifically 
teaches away from using a developer which is capable of undergoing more than one 
nucleophilic attack reaction, such as unsubstitated para-phenylenediamine. 

Audousset is directed to dyeing compositions containing para or ortho type 
oxidation dye precursors developers) and couplers consisting of at least one 

benzimidazole derivative and at least one meta-phenylenediamine. The compositions of 
Audousset are described as providing ashen or blue hues in hair which display tenacity 
with respect to exposure to UV irradiation and to repeated washes. These benefits are 
provided by using the described coupler derived from benzimidazole and meta- 
phenylenediamines. Audousset teaches that a variety of para or ortho type dye precursors 
(Le.. developers) may be used in combination with the benizmidazole derivative coupler 
to achieve the described benefits. Audousset discloses both pa ra-phenylenediamine (an 
. unsubstituted amine compound which is capable of undergoing at least two eletrophilic 
attack reactions) and N.N-bis (3-hydroxyethyl) para-phenylenediamine (a substituted 
amine compound which is capable of undergoing a single electrophilic attack reaction) 
among suitable para type oxidation dye precursors. 

However. Audousset fails to disclose any benefit in selecting one of the suitable 
developers over another from among the extensive list disclosed. Instead, as the 
Examiner acknowledges, Audousset describes that para-phenylenediamine and N,N-bis 
(p-hydroxyethyl) para-phenylenediamine are equally suitable for use in the compositions 
of Audousset. Notably, though, Audousset does not specifically disclose the magenta 
couplers of Applicants' claimed formula (I). Therefore. Audousset provides no teaching 
or suggestion that para-phenylenediamine and N,N-bis (p-hydroxyethyl) para- 
phenylenediamine are equally suitable developers for use in combination with the 
magenta couplers of Applicants' claimed formula (I). 

Although Audousset describes both para-phenylenediamine and N,N-bis 0- 
hydroxyethyl) para-phenylenediamine, there is no suggestion or motivation to substitute 
N^-disubstituted p-phenylenediamine with para-phenylenediamine in the composition of 
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Pratt to achieve Applicants' claimed composition. To do so goes directly against the 
principle of operation of the compositions of Pratt. One of ordinary skill in the hair 
coloring art. in view of the disclosures of Pratt and Audousset together, would not be 
motivated to substitute one developer, which undergoes a single electrophihe attack 
reaction, with another developer, which undergoes more than one electrophilic attack 
reaction, in a hair coloring composition which specifically requires a developer which 
undergoes a single electrophilic. attack reaction to provide the intended benefits of 
efficient color formation, improved accuracy in predicting the final overall color 
produced, and wash-fastness, for particular classes of couplers. Therefore, the 
combination of Pratt and Audousset fails to establish a prima facie case of obviousness. 

Additionally, and relating to claims 11 and 12, Applicants have shown the 
criticality of using a developer which is capable of undergoing at least two nucleophilic 
attack reactions versus a developer which is capable of undergoing only a single 
nucleophilic attack reaction, with respect to providing improved UV fade resistance for 
the magenta color which results from the claimed couplers. Specifically, in Example 1 
and in Table 1, at pages 8-9 of the specification of the present application, Applicants 
demonstrate that a formulation comprising para-phenylenediamine ("PPD") in 
combination with the magenta coupler l,3^imethylpyrazolin-5-one gives a consumer 
noticeable UV fade benefit versus a formulation comprising dichloro-para-aminophenol 
(which is an example of an amino aromatic developer capable undergoing a single 
nucleophilic attack reaction) in combination with the same magenta coupler. Notably, 
Pratt describes 2,6-dichloro-p-aminophenol and 2,3-dichloro-p-aminophenol as examples 
of preferred developers for use in the compositions of Pratt. See Pratt at page 25. lines 1- 
5. 

Accordingly, Applicants' claims 1-18 are novel and nonobvious over the 
combination of Pratt and Audousset. 

roNPJAJSlON 

In light of the amendments and remarks presented herein, it is requested that the 
Examiner reconsider and withdraw the present rejections. Early and favorable action in 
. the case is respectfully requested. 
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Applicant has made an earnest effort to place their application in proper form and 
to distinguish the invention as now claimed from the applied references, m view of the 
foregoing. Applicant respectfully quests reconsideration of this application and 
allowance of Claims 1-18. 



Respectfully submitted, 

THE PROCTER & GAMBLE COMPANY 



Signature 
Michael J- Sambrook 
Typed or Printed Name 

Date: My^OQS SS^SSS* ^ 

Customer No. 27752 (513) 626-2269 
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